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EXAMINER'S ANSWER 



This is in response to the appeal brief filed June 23, 2008 appealing from the 
Final rejection mailed August 10, 2007. 

(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 
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(4) Status of Amendments After Final 

No amendment after final has been filed. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The statement of the grounds of rejection to be reviewed on appeal is correct. 

(7) Claims Appendix 

A substantially correct copy of appealed claims 1 and 6-15 appears on 
pages 12-14 of the Appendix to the appeal brief. The minor errors are as follows: 

In claim 1 , component c, the phrase "a curing catalyst" is denoted as 
"curing catalyst in claim 1 of the amendment filed August 2, 2007. 

(8) Evidence Relied Upon 

EP 199,671 Europe (GEBAUER et al.) 10-1986 

JP 2001 -8971 6 Japan (SEIJI et al.) 4-2001 

4,729,696 GOTO et al. 3-1988 

5,891,942 PARISH etal. 4-1999 

(9) Ground of Rejection 

The following ground of rejection is applicable to the appealed claims. The text 
of section 103(a) of Title 35, U.S. Code not included in this action can be found in the 
non-Final rejection mailed March 2, 2007. 
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Claims 1 and 6-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over European Patent No. 199,671 as represented by Austalian Patent No. 56401-86 
and Japanese Patent No. 2001-89716 in view of Goto et al. Patent No. 4,729,696 and 
Parish et al. Patent No. 5,891 ,942. 

The Australian patent is an English language equivalent of the European patent 
according to Derwent accession no. 1986-285429. The Australian patent and 
Derwent abstract are submitted along with their citation on the Notice of References 
Cited, Form PTO-892. 

The European patent as represented by the Austalian patent discloses 
a composition "for fastening dowels and and anchor rods in drill holes 
(page 9, lines 16-18)" comprising from 9 to 28 weight percent (page 9, line 1) of 
especially a reaction product of acrylic acid and a bisphenol containing two epoxy 
groups (page 4, lines 23-25), the bisphenol diepoxide within claimed formula (I) 
according to page 10, lines 20-22 of the instant specification. A reactive thinner such as 
divinylbenzene (page 7, line 4) is included in an amount of from 4 to 16 weight percent 
(page 9, line 2) converted to a calculated weight ratio of vinyl ester to reactive thinner of 
from 0.56:1 to 7:1 . The formulation further contains an initiator such as 
dibenzoyl peroxide, methyl ethyl ketone peroxide ort-butyl perbenzoate 
(page 6, lines 4-9, species within the claimed curing catalyst according to 
page 6, lines 4-5 of the instant specification) and an activator (page 7, lines 8-13). 
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The Japanese patent sets forth a binder for anchoring bolts in concrete or 
base rock (abstracts and translation, pages 6-7, paragraphs 45 and 46) prepared from 
from 10 to 94 weight percent (page 3, paragraph 19) of a polyfunctional monomer (b) 
such as an epoxy diacrylate of Formula 1 (page 4, paragraph 22) obtained by reacting 
methacrylic acid with a diglycidyl ether of bisphenol A equivalent to that depicted in the 
instant specification on page 14, lines 1-7, and more than 10 weight percent of 
(page 3, paragraph 18) of a monofunctional monomer (a) 
(page 3, paragraph 18) of a monofunctional monomer (a). Table 2 on page 9, 
Example 2-4 shows weight ratios of vinyl ester to monofunctional monomer of 1 .2:1 . 
The binder further contains a polymerization initiator such as an organic peroxide 
(pages 4-5, paragraphs 27-28) and a decomposition accelerator such as 
N,N-dihydroxyethyl-p-toluidine (CAPLUS abstract, a preferred activator according to 
page 16, line 3 of the instant specification). 

The exemplified reactive thinner of the European patent and monofunctional 
monomer of the Japanese patent is styrene which contradicts the claimed reactive 
diluent being substantially styrene-free. However, the teachings of a reference are not 
confined merely to the examples. Both the European patent (Australian patent, 
page 7, lines 1-7) and the Japanese patent (page 2, paragraph 15) are open to any 
reactive thinner or monofunctional monomer which achieves the desired viscosity, 
facilitates handling and adjusts the hardening property while being reactive with the 
(meth)acrylate groups of the epoxy diacrylate. 
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Goto et al. reports an adhesive for fixing an anchor bolt in concrete, masonry and 
rock (col. 1, lines 3131-33 and col. 3, lines 1-13) obtained from 40 to 70 weight percent 
(col. 5, line 67 to col. 6, line 2) of an epoxy acrylate derived from (meth)acrylic acid 
(col. 8, lines 63-66) and from 30 to 60 weight percent of a reactive monomer such as 
vinyltoluene (col. 5, lines 63-65) converted to a calculated weight ratio of epoxy acrylate 
to vinyltoluene of from 0.67:1 to 2.3:1 . An organic peroxide curing agent 
(col. 6, lines 27-37) and a dimethyl-p-toluidine cure accelerator (col. 6, lines 14-16) are 
employed 

Parish et al. teaches the benefits of using vinyl toluene over styrene as a 

reactive diluent for a styrene-free vinyl ester resin composition (col. 2, lines 25-35 and 

col. 3, lines 16-23) cured in the presence of an organic peroxide catalyst 

(col. 5, lines 2-7) and a N,N'dimethyl-p-toluidine accelerating agent (col. 5, lines 51-52, 

a suitable species of activator described on page 16, line 1 of the instant specification). 

According to column 3, lines 38-43: 

"Vinyltoleune is safer to use than vinylbenzene [i.e. styrene] 
Because vinyltoluene has a lower vapor pressure, a higher 
boiling point and a higher flash point than styrene. Additionally, 
when vinyltoluene is used, fume hoods or special application 
equipment are unnecessary." 
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Goto et al. establishes the use of vinyltoluene as a reactive monomer in an 
epoxydiacrylate adhesive for anchoring bolts in concrete, masonry and rock. 
Parish et al. provides the rationale for selecting vinyltoluene over styrene in equivalent 
vinyl ester formulations cured by the same catalyst and activator. 
It would have been obvious to employ the vinyltoluene of Goto et al. and Parish et al. as 
the reactive thinner of the European patent and the monofunctional monomer of the 
Japanese patent in order to take advantage of the lower vapor pressure and 
higher boiling and flash points of vinyltoluene which decreases volatility and prevents 
the emission of environmentally hazardous styrene vapor. 

The pull out performance values of claims 13-15 are not recited. 

The utilities of the compositions of the European and Japanese patents are 
identical to that claimed as adhesives for anchoring bolts in concrete or rock. The 
compositions contain the same epoxy diacrylate, organic peroxide catalyst and 
activator. The Japanese patent measures the adhesive strength of the formulation 
applied into the hole of concrete with a steel bar (page 7, paragraph 51 ). Goto et al. 
recognizes the importance of maintaining the adhesive strength between the anchor 
bolt and concrete (col. 9, lines 45-58). 
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Although the claimed specific test described on page 20 of the instant 
specification yielding the claimed pull out performance ranges was not conducted, 
based on the equivalent utilities and components within the adhesive formulations of the 
European and Japanese patents, as well as the acknowledgement in the 
Japanese patent and Goto et al. that epoxydiacrylate adhesive compositions must 
exhibit adhesive strength between the anchor bolt and concrete, the compositions of the 
European and Japanese patents inherently possess pull out performance values within 
the claimed parameters. There is no evidence of record distinguishing the claimed 
composition over the closest prior art exemplified formulations of the European and 
Japanese patents with respect to the claimed pull out performance. 

(10) Response to Arguments 

The arguments presented on pages 5-10 of the appeal brief will be addressed 
seriatum. 

The data on pages 20-22 of the specification has been cited as evidence of 
improved pull out performance. However, components in the Comparative Example 
discussed on page 20 are not identified. It cannot be ascertained whether the 
Comparative Example is reflective of the closest prior art Example 1 of the 
European patent and Example 2-4 in Table 2 of the Japanese patent. 

Example 1 on pages 21-22 shows a vinyl ester to vinyltoluene weight ratio of 
0.54:1 which is not within the limits of from about 0.8:1 to about 3:1 defined in claim 7 
and from about 0.8:1 to about 1 .5:1 denoted in claim 9. 
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The evidence is not commensurate in scope with the claims. The testing of only 
vinyltoluene is not commensurate with the other claimed species of ethylenically 
unsaturated monomers of aliphatic vinyl and diene. 

Goto et al. is relied upon to supplement the teachings of Parish et al. by 
establishing the use of vinyltoluene in an epoxydiacrylate composition useful as an 
adhesive for fixing an anchor bolt in concrete, masonry or rock which is the same utility 
as that of the European and Japanese patents. Thus, Goto et al. provides a bridge for 
using the vinyltoluene of Parish et al. in the formulations of the European and Japanese 
patents based on the motivation espoused in Parish et al. of taking advantage of the 
lower vapor pressure and higher boiling and flash points of vinyltoluene which 
decreases volatility and prevents the emission of environmentally hazardous styrene 
vapor (Parish et al., col. 3, lines 38-43). Whether or not the vinyltoluene of Goto et al. is 
optional is superceded by the tangible rationale for utilizing it as set forth in Parish et al. 

Goto et al. is applied as a secondary reference and need not recite each and 
every claimed limitation; otherwise it would have been applied as a primary reference. 
The primary references of the European and Japanese patents disclose the proportion 
of vinyl ester embracing the claimed range. Goto et al. in column 1 1 , lines 31 -33 shows 
a bisphenol A epoxy acrylate prepared from a bisphenol A epoxy resin and acrylic acid 
within the claimed vinyl ester according to the instant specification on page 10, lines 4-5 
and 20-22 along with page 12, lines 21 and 27-28 and page 14, lines 1-7. 
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The bisphenol A epoxy resin of Goto et al. conforms to claimed formula (I) when in the 
moiety -[-O y - R x - Ar(0-R 1 ) z - R x - O y -]-, y = 1 and x = 0. 

Parish et al. is also applied as a secondary reference and is not required to recite 
all of the claimed features. The primary references of the European and Japanese 
patents describe the claimed vinyl ester. Parish et al. in column 3, line 21 clearly 
identifies a vinyl ester encompassing those of the European and Japanese patents. 
The composition of Parish et al. contains the ingredients of a vinyl ester, organic 
peroxide catalyst, an accelerating agent such as N,N-dimethyl-p-toluidine and a reactive 
diluent common to the European and Japanese patents and Goto et al. The reference 
distinguishes vinyltoluene as a reactive diluent over styrene due to its lower vapor 
pressure, higher boiling and flash points and lack of necessity for fume hoods or special 
application equipment (col. 3, lines 38-43). 

It would have been obvious to use the vinyltoluene of Parish et al. as the reactive 
thinner of the European patent and the monofunctional monomer of the Japanese 
patent in order to utilize a reactive diluent with a lower vapor pressure and higher boiling 
and flash points leading to reduced volatility and the lack of exposure to unsafe styrene 
vapor. 
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Although Parish et al. does not mention the pull out performances of 
claims 13-15, the Japanese patent and Goto et al. acknowledge the adhesive strength 
required for an adhesive for anchoring bolts to concrete, masonry or rock. Based on the 
equivalent compositions of the European and Japanese patents containing equivalent 
vinyl esters, reactive diluents as per Goto et al. and Parish et al., curing catalysts and 
activators utilized for the same purpose as an adhesive for anchoring bolts into 
concrete, masonry or rock, as well as the recognition of required adhesive strength for 
the particular utility in the Japanese patent and Goto et al., the formulations of the 
European and Japanese patents inherently possess pull out performance values within 
the claimed limits. None of the data presented on pages 20-22 of the specification 
establishes the criticality of the claimed composition over the closest prior art 
exemplified in the European and Japanese patents with respect to pull out perforamnce. 
Note that claims 1 and 6-12 are merely directed to a composition and do not contain 
any limitations pertaining to pull out performance. 
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(11) Related Proceedings Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 



For the above reasons, it is believed that the rejections should be sustained. 



Respectfully submitted, 



/Robert Sellers/ 
Primary Examiner 
Division 1796 
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James Seidleck 



Randy Gulakowski 



/James J. Seidleck/ 



/Randy Gulakowski/ 



Supervisory Patent Examiner, Art Unit 1796 
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